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DETAILED ACTION 
Status of the Application 

1. Claims 1, 3, 5-7, 9 and 12 have been examined in this application. This communication 
is the first action on the merits since the applicants filed a Request for Continuation (RCE) on 
May 22, 2006. No additional Information Disclosure Statements (IDS) have been filed in this 
case. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1, 3, 5-7, 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent Number 5,752,236 to Sexton in view of "Auto-Homeowners packages look like a 
winner" by Thomas McCoy (hereinafter referred to as McCoy), US Patent Application 
Publication 2002/0072936 to Newman and in further view of US Patent Number 6,912,502 to 
Buddie. 

(A) As per claims 1 and 5, As to claims 1 and 5, Sexton discloses a method for 
forming an insurance plan comprising the steps of: 

collecting data concerning multiple insurance coverages (Sexton: Col. 9, lines 1-10 and 
col. 10, lines 10-21); (Note: The examiner takes the position that Sexton relates to prototype or 
tentative insurance contracts in that the insured in Sexton are inputting data in an attempt to 
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receive a quote of an estimated premium for a prospective (tentative) insurance policy (Sexton: 
Col. 4,Ln. 16-39). 

inputting said data concerning multiple insurance coverages into a data processing 
apparatus (Sexton: Col. 13, lines 54-58); 

collecting data about an individual or other risk to be insured (col. 13, lines 62-66); 

inputting said data individual related data or other risk into the data processing apparatus 
(col. 13, lines 62-66); 

disproportionately allocating benefits and obligations regarding said prototype contract 
into at least two new proposed insurance contracts, said at least two new contracts being separate 
but related (Sexton: Col. 10, lines 35-40 and lines 51-66 and col. 12, lines 18-64); and 

displaying all of the qualified (e.g. qualified under regulatory requirements) separate but 
related policies (Sexton: Col. 5, Ln. 43-48 and Col. 13, lines 39-42). 

Sexton does not explicitly disclose selecting three or more coverages from said multiple 
insurance coverages to form a prototype policy, however, McCoy discloses selecting three or 
more coverages to form a prototype policy (i.e. package product)(abstract page 1 and page 3). It 
would have been obvious to one of ordinary skill in the art at the time of Applicant's invention to 
include the aforementioned limitation as disclosed by McCoy within Sexton for the motivation 
of providing increased retention (see abstract). 

Sexton in view of McCoy do not teach that the insurance policy concerns three of more 
of the following categories: life, health, disability, major medical, critical illness, long-term care, 
and property and casualty; however, this feature is taught in Newman (Sections [001 1]-[0012] 
and [0021 — Sexton discloses three of these types of coverages from the aforementioned list]). 
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At the time of the invention it would have been obvious for one of ordinary skill in the art to 
have modified the combined method of Sexton in view of McCoy with the aforementioned 
feature from Newman with the motivation of providing insureds with a policy which provides 
various types of benefits including incidental expense benefits, supplemental benefits, and long 
term care benefits, as recited in Newman (Section [0009]). 

Sexton in view of McCoy and Newman do not teach the step of testing the new proposed 
insurance contracts against regulatory requirements, however, this feature is taught by US Patent 
Number 6,912,502 to Buddie (Abstract and Claims). At the time of the invention, it would have 
been obvious for one of ordinary skill in the art to have modified the combined teachings of 
Sexton in view of McCoy and Newman with the motivation of having a means to manage 
compliance issues, as recited in Buddie (Col. 1, Ln. 5-10; Field of the Invention). 

(B) As per claims 3 and 7, Sexton discloses a method as claimed in claim 1 wherein 
the data about an individual to be insured includes information concerning one or more of the 
following subjects: sex, age, marital status, individual medical history, family medical history, 
usage of alcohol, tobacco and drugs, automobile driving record, credit report, financial 
statement, criminal record, current medical examination report and results and any physical 
disabilities and impairments (col. 13, lines 62-66). 

(C) As per claim 6, Sexton discloses an insurance system as claimed in claim 5 
wherein: base product data relates to the probability of the event insured against occurring, the 
time value of money, the benefits promised, expenses, and profits and contingencies (Col. 9, Ln. 
1-10). 
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(D) As per claim 9, this claim is substantially similar to claim 3 and is therefore 
rejected on the same basis. 

(E) As per claim 12, this claim is substantially similar to claim 1 and is therefore 
rejected in the same manner. 

Response to Arguments 

4. Applicant's arguments with respect to claims 1., 3, 5-7, 9 and 12 have been considered 
but are moot in view of the new grounds of rejection. The new grounds of rejection address all 
the arguments the applicants have made with respect to the previous rejections over these claims. 
Specifically, in response to applicant's argument that there is no "motivation" to combine McCoy 
with Sexton, except for the teachings of the application, the fact that applicant has recognized 
another advantage which would flow naturally from following the suggestion of the prior art 
cannot be the basis for patentability when the differences would otherwise be obvious. See Ex 
parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

Conclusion 

5. Any inquire concerning this communication or earlier communications from the 
examiner should be directed to Vivek Koppikar, whose telephone number is (571) 272-5109. 
The examiner can normally be reached from Monday to Friday between 8 AM and 4:30 PM. 

If any attempt to reach the examiner by telephone is unsuccessful, the examiner's 
supervisor, Joseph Thomas, can be reached at (571) 272-6776. The fax telephone numbers for 
this group are either (571) 273-8300 or (703) 872-9326 (for official communications including 
After Final communications labeled "Box AF"). 
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Another resource that is available to applicants is the Patent Application Information 
Retrieval (PAIR). Information regarding the status of an application can be obtained from the 
(PAIR) system. Status information for published applications may be obtained from either 
Private PAIR or Public PAX. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, please feel 
free to contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Sincerely, 



Vivek Koppikar 



6/2/2006 




PATENT EXAMINER 



